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COMMUNICATION 

In the Notice of Allowability mailed on September 16, 2004, the Examiner 
indicated that the Information Disclosure Statement filed on August 9, 2004 failed to 
comply with the requirements of 37 CFR 1 .98(a)(2) because it did not include a copy of 
the foreign patent document and each publication listed on the Form PTO-1449. 
However, the facts of this case indicate otherwise. More specifically, the Applicant 
included the following item on the return receipt postcard: "Supplements IDS, 
including Form PTO-1449 and copies of listed documents." A copy of the postcard 
which was date stamped by the USPTO on August 11, 2004 at 3:35 pm is enclosed with 
this communication. The USPTO' s date stamp on the return receipt postcard makes it 
clear that the foreign patent and publication documents submitted with the 
supplemental information disclosure statement were received in the USPTO. 
Therefore, it appears that the submitted documents could not be considered by the 
Examiner because they were lost at the USPTO. 


In the Notice of Allowability the Examiner communicated his apologies for the 
loss of the submitted documents. He indicated that the Applicant should forward new 
copies of the lost documents so that the application process could be completed. 
Accordingly, the Applicant is submitting herewith copies of the documents listed on the 
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Form PTO-1449 previously submitted with the information disclosure statement filed 
on August 9, 2004. A copy of the Form PTO-1449 is also enclosed for the Examiner's 
convenience. 

Applicant believes that the documents provided herewith should be considered 
notwithstanding the provisions of 37 CFR 1.97. The Applicant fully complied with the 
requirements of 37 CFR 1.97(b) by timely filing the information disclosure statement in 
this application on March 2, 2001 . This application is the U.S. national phase of 
International Application No. PCT/US99/1 1500, filed May 25, 1999. The international 
application properly claims the benefit of the filing date of prior U.S. patent application 
No. 09/085,797, filed May 28, 1998, now U.S. Patent No. 6,020,954, which was still 
pending at the international filing date. A copy of the preliminary amendment adding 
the cross-reference to the earlier filed application is enclosed herewith. 1 

An information disclosure statement complying with 37 CFR 1.98(a)-(c) was 
submitted in the earlier filed application. All of the documents submitted in the present 
application were previously submitted in that information disclosure statement. 
Therefore, the Applicant was not required to provide copies of the documents listed on 
the PTO-1449 submitted on March 2, 2001 pursuant to 37 CFR 1 .98(d) in the present 
case. 

The Examiner failed to indicate in the first Office Action in the present case 
whether the prior art in the related earlier application was reviewed. Consequently, the 


1 Applicant notes that the filing date of the parent application is incorrectly stated as 
May 28, 1999. An amendment under 37 CFR 1.312 is being submitted concurrently herewith 
to correct that error. 
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Applicant was not aware that the foreign patent document and the non-patent 
documents were not available to the Examiner until the issuance of the Office Action 
mailed on July 28, 2004, more than three (3) years after the Information Disclosure 
Statement was submitted. 

The Information Disclosure Statement filed on August 9, 2004 was a 
resubmission of the foreign patent document and the publications originally disclosed 
in 2001 . It would be manifestly unfair to require the Applicant to pay the fee required 
by 37 CFR 1.97(d) in order to have the documents considered now, when the problem 
could have been resolved earlier and when the documents were clearly lost by the 
USPTO. In this regard, it is noted that 37 CFR 1 .97(f) provides that if a bona fide 
attempt is made to comply with 37 CFR 1 .98, but part of the required content is 
inadvertently omitted, then additional time may be given to enable full compliance. In 
view of all the circumstances of the present case, it is believed that the documents 
submitted herewith should be considered by the Examiner without further expense by 
the Applicant. 


Respectfully submitted, 


DANN, DORFMAN, HERRELL AND SKILLMAN 
A Professional Corporation 
Attorney for Applicant(s) 



VINCENT T. PACE 

PTO Registration No. 31,049 


Tel.: 215-563-4100 
Fax: 215-5563-4044 
e-mail: vpace@ddhs.com 
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